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Dear Sir: 

At page 1 0, lines 1 -3 of the Final Office Action of 8/20/2008 ("FOA") for the above 
matter, the Examiner in effect makes a requirement for signature by all inventors on a Rule 
1.131 declaration. The basis for the requirement is not set forth in the FOA. Applicant hereby 
petitions for waiver or rescission of the requirement as may be deemed appropriate. 

Additionally, at page 3, last 5 lines in the FOA, the written rejection apparently 
equates tiie residue of Doshita with all residues (see also FOA page 4, first fiill paragraph), 
including those of the present claims without providing scientific underpinning for such 
allegation. The FOA is demarked as "final". Withdrawal of finality is petitioned for in view of 
the fact that a scientific imderpinning is not provided in the presentation of the rejection. 
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Detailed Arguments in support of Petition 

All pending obviousness rejections are predicated in part on Doshita US 
2003/0235987 Al which published 12/25/2003 (which is after the 8/26/2003 filing date of the 
present application) based on a US filing date of 6/20/2003. Applicants have and continue to 
seek to antedate the effective date of the Doshita reference by presenting declarations and 
evidence pursuant to 37 CFR 1.131. 



Interview Summary 

On 9/18/2008, after receipt of the FOA, Applicant contacted the Examiner regarding 
the alleged deficiencies of the Rule 131 submissions and the requirement for all inventors to 
sign (and incidentally, Applicant thanks the Examiner for the courtesy of that telephone 
interview). In the interview, Examiner indicated that MPEP §715.04 forms the basis of the 
latest Office action including requirement for signature by all inventors. Examiner indicated 
that the latter requirement can be removed by fihng a Rule 1.181 petition. Examiner also 
indicated that missing fi-om tiie filed Rule 1.131 materials was a linkage to the chlorine based 
reactive agent. 



Current Petition 



In accordance with the Exammer's suggestion. Applicant here petitions for waiver of 
the requirement for signature by all inventors. As set forth in the concurrently supplied 
supplemental declaration of inventor George Kovall at paragraph 2 thereof, "Co-inventors 
Woody Tang and Yi Ding are no longer with the company (MVC) and locating them to co- 
sign the Rule 131 declaration would be an undue burden for all concerned." Accordingly it is 
respectfiilly requested that the requirement be waived. 

Alternatively, it is submitted that MPEP §715.04 does not create any requirement for 
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signature by all inventors and is at best permissive regarding the form of the Rule 1.131 
declaration. MPEP §715.04 merely states: "The following parties may make an affidavit or 
declaration under 37CFR1.131:" [emphasis added]. "May" is not must. Additionally, MPEP 
§7 15.04(D) permits "The assignee or other party in interest" to make the affidavit. The 
concurrently supplied supplemental declaration of inventor George Kovall establishes at 
paragraph 2 thereof, "I am authorized by the assignee in full interest of this application to 
oversee its prosecution and I have been doing so since Woody left the company." 
Accordingly, George Kovall may be viewed as signing on behalf of the assignee in tiiis 
matter. It is noted also that MPEP §715.04 is neitiier a statute passed by Congress or a Rule 
promulgated by the agency pursuant to the Administrative Procedure Act (APA). Thus it 
should not be seen as creating a requirement. 

Additionally, it is noted here that the experimental results and recipe at paragraph 
0034 and Table 1 of the specification (which the concurrently supplied supplemental 
declaration of inventor George Kovall references at paragraph 5) was signed for by all 
inventors in their original inventor's declaration for a patent. Thus, even if there is a legal 
requirement for affirmation of the reduction to practice prior to filing of the patent application 
by all inventors, that already exists by virtue of paragraph 0034 and Table 1 of the 
specification, with the only thing missing is the testimony by all inventors as to the date of the 
successful reduction to practice. However, that is corroborated by page A.7 copied from 
Woody's notebook and sworn to by co-inventor George Kovall. 

In view of the above it is respectfully requested that the Conunissioner find tiiat need 
for signature by all inventors is waived or is not required in the present case. 

Additional Petition 



The patent statute (35 USC 132) requires that written rejections be complete and 
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provide Applicant with reasons for requirements made by the PTO. It is respectfully 
submitted that said provision of a reason was not supplied in the FOA (Final Office action) of 
8/20/2008 at least with regard to signature by all inventors. Thus finality was premature and 
should be withdrawn. 

Additionally it is noted under the Supreme Court KSR decision that so-called "rational 
underpinnings" must be articulated when making obviousness rejections under 35 USC §103. 
A scientific underpinning as to why all "residues" including those of Doshita would be seen as 
being equivalent is not provided in the FOA of 8/20/2008. Thus finality was premature and 
should be withdrawn. 

Equitable relief is respectfully petitioned for based on any of the above bases and 
arguments or for any other basis and reason which the Commissioner may deem appropriate. 

CONCLUSION 

It is believed that Applicant has provided sufficient evidence and testimony for 
antedating the Doshita reference or removing it fi-om the grounds of rejection for other 
reasons. It is respectfiilly requested that Applicant's petition be granted in whole or in part and 
that allowable subject matter be again indicated as it was in earlier Office actions before 
Doshita was applied. Should the Commissioner need additional information, it is respectfidly 
requested that contact be made to tiie undersigned at (408) 392-9250 to discuss the 
application. 
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The Commissioner is authorized to charge any vmderpayment or credit any 
overpayment to Deposit Account No. 50-2257 for any matter in connection -with this 
response, including any fee for extension of time and/or fee for consideration of the 
submissions, which may be required. 



CERTIFICATE OF EFS-WEB TRANSMISSION 

Certificate of Transmission: I hereby certify that Has correspondence 
is being transmitted to the United States Patent and Trademaric 
Office (USPTO) via flie USPTO's EFS-Web electronic filing system 




Respectfully submitted, 

Gideon Gimlan 
Attorney for Applicants 
Reg. No. 3 1,955 



MacPherson Kwok Chen & Held LLP 
2033 Gateway Place, Suite # 400 
San Jose, CA 95110 
Tel: (408) 392-9250 
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